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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 11 October 2005 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 

basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -(b) the in\ cniion w as patented or described in a printed publication in 
this or a foreign country or in public use or on sale in this comitiy, more than one year prior to the date of application 
for patent in the United States. 

Claims 13-14 and 19-20 are rejected under 35 U.S.C. 102(b) as being anticipated by Ida 
etal. (US 6537801). 

Regarding Claims 13, 14 and 19, Ida et al. ('801) discloses a biochip comprising: 
a plurality of useful molecular recognition areas distributed with a determined layout to create a 
format of molecular recognition areas; means for making optical position marks for each 
molecular recognition area, distributed with a determined layout to form an optical format, 
wherein the optical format and the format of recognition areas are two formats produced 
independently of each other; and means for determining relative position of the two formats 
provided on the biochip (Col 5, line 8, Col 6, line 65; Col 9, lines 7-32). 

Regarding Claim 20, Ida et al. ('801) discloses a layer or a 
stack of thin layers, facilitating reflection of an optical format tracking beam, arranged 
between the optical format and the molecular recognition areas ( Col 8, lines 25-32; Col 12, line 
54-Col 13, line 48; Col 16, lines 42-55). 
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Claim 15 is rejected under 35 U.S.C. 102(b) as being anticipated by Ida et al. (US 
6537801) in light of Sogawa (US 20010044058). 

Regarding Claim 15, Ida et al. ('801) does not explicitly state wherein the optical marking 
means includes a sequence of engraved areas and non-engraved areas. However he does disclose 
wherein the optical marks are made via etching (Col 13, lines 27-48 and Col 16, line 58-Col 17, 
line 24) which is a known form of engraving in the art as taught by Sogawa ('058) in Paragraph 
48. 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 16-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ida et al. 
(US 6537801) in light of Sogawa (US 20010044058). 

Regarding Claim 16, Ida et al. ('801) does not explicitly state wherein the engraved 
areas and non-engraved areas form a checker board. It would have been an obvious matter of 
design choice to form an engraving based on a checker board pattem, since applicant has not 
disclosed that a checker board pattern solves any stated problem or is for any particular 
purpose and it appears that the invention would perform equally well with other distribution 
patterns. 

Regarding Claim 17, Ida et al. ('801) does not explicitly state wherein the areas of the 
checker board are oblique with respect to the molecular recognition areas. However he does 
disclose doped regions (of which the examiner deems to be equivalent to an oblique area) that 
alternate with undoped regions (Col 15 line 27-Col 16 line 36). 

Regarding Claim 18, Ida et al. ('801) does not explicitly state wherein the surface area of 
each recognition area is greater than the surface area of an engraved area or a non-engraved area 
of the optical format. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to fabricate a surface area of each recognition area is greater than the 
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surface area of an engraved area or a non-engraved area of the optical format, since it has been 
held that where the general conditions of a claim are disclosed in the prior art, 
discovering the optimum or workable ranges involves only routine skill in the art. 
InreAller, 105 USPQ 



Claims 21-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ida et al. 

(US 6537801). 

Regarding Claims 21-22, Ida et al. ('801) discloses a device for reading a biochip defined 
in claim 13, comprising: a first optical head configured to project first incident light onto the 
biochip; first means for scanning the biochip by the first incident light; second means for 
scanning the biochip by the second incident light; a first optical system associated with an optical 
head to project first light originating fi-om the biochip and related to the first incident light onto a 
first optoelectronic sensor, demonstrating presence or absence of target molecules on each 
molecular recognition area, the first optoelectronic sensor configured to supply signals 
corresponding to the first light; a second optical system associated with an optical head to project 
second light originating from the optical format of the biochip and related to the second incident 
light onto a second optoelectronic sensor, the second optoelectronic sensor configured to supply 
signals corresponding to the second light; first means for recording at least part of the signals 
corresponding to the first light; second means for recording at least part of the signals 
corresponding to the second light; and means for processing said signals to adjust the signals 
corresponding to the first light and signals corresponding to the second light, on a fictitious 
biochip as a function of means for determining relative position of the two formats (Col 9, line 7- 
Col 11, line 67). 

Ida et al. ('801) does not explicitly state wherein a second optical head is configured to 
project second incident light onto the biochip. However he does disclose an optical head capable 
of projecting light onto the biochip. It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to incorporate a second optical head 



Application/Control Number: 10/552,898 Page 6 

Art Unit: 1797 

in the same direction as the first optical head, since it has been held that mere 
duplication of the essential working parts of a device involves only routine skill in the 
art. St. Regis Paper Co. v. Bemis Co., 193 USPQ 8. 

Regarding Claim 23, Ida et al. ('801) discloses a mechanical system or an autofocus 
system to maintain the focus of the reading beam on the surface of the biochip (Col 6, lines 8- 
16). 

Regarding Claim 24, Ida et al. ('801) does not disclose a piezoelectro actuator. However 
he does disclose an electromagnetic actuator and means for slaving the actuator (Col 9, lines 26- 
32) of which the examiner deems to be a functional equivalent. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to substitute one known element in the art for another with a reasonable 
expectation of success. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LYDIA EDWARDS whose telephone number is (571)270-3242. 
The examiner can normally be reached on Mon-Thur 6:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Walter Griffin can be reached on 571.272.1447. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/LYDIA EDWARDS/ 

Examiner 

Art Unit 1797 

LE 

AValterD. Griffin/ 

Supervisory Patent Examiner, Art Unit 1797 



